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REMARKS/ARGUMENTS 

Claims 1-4 and 6-72 remain pending in this application. By the present 
amendment, claim 1 has been amended to more particularly point out the preferred 
features of the presently claimed invention and/or to obviate one or more of the 
outstanding objections or rejections. No new matter has been introduced by any of these 
amendments. 

Entry of the amended claims is proper under 37 C.F.R. §1.116 since the 
amendments: (1) place the application in condition for allowance (for the reasons 
discussed herein); (2) do not raise any new issues requiring further search and/or 
consideration (since the amendments amplify issues previously discussed throughout 
prosecution without incorporating additional subject matter); (3) satisfy a requirement of 
form asserted in the previous Office Action; and/or (4) place the application in better 
form for appeal (if necessary). Entry is thus requested. 

I. Rejections 

A. Rejection Under 35 U.S.C. § 102 
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The Patent Office has rejected claims 1-3, 5-6, 39-40, 48 and 54 under 35 U.S.C. § 
102(b) as allegedly anticipated by Voss, U.S. Patent No. 5,441,819. Applicants respectfully 
traverse this rejection. 

As required by claim 1, the catalyst on the surface of the cathode and anode must 
contain both a catalytic material and an ion conducting material. Voss does not teach or 
suggest such a device. 

More specifically, in support of the outstanding rejection, the Patent Office has 
alleged "that the disclosed additional ingredients [TEFLON, polytetrafluoroethyelene, 
and/or TEFLON 30B, an aqueous dispersion of 5 micron polytetrafluoroethyelene 
particles] are capable of imparting ion conductivity thereto." The Patent Office admits 
that TEFLON does exhibit a low degree of conductivity, but asserts that "Teflon per se is 
capable of at least conducting a few ions." The Patent Office thus concludes that claim 1 
still reads on Voss. 

Applicants respectfully submit that TEFLON would not be considered an ion 
conducting material by anyone skilled in the art. Again, TEFLON is widely-recognized in 
the art as one of the best insulators available in the world today. However, in order to 
advance prosecution, Applicants have amended claim 1 with the language suggested by the 
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Patent Office. Namely, that the "ion conducting material has a conductivity that 
positively promotes ion conduction." Voss therefore does not teach or suggest the 
inclusion of an ion conducting material, as recited in claim 1, in the catalyst on the surface 
of the anode and cathode. 

The Patent Office also states that "given that the layer of catalytic material is on 
direct contact with the electrolyte membrane, it is contended that mixing of catalytic 
material and electrolyte membrane occurs at the interface formed therebetween. Thus the 
catalytic material contains such electrolyte membrane at least at the interface." First, 
Applicants respectfully submit that the language "a mixture of at least one catalyst 
component and at least one ion conducting material" in claim 1, when properly 
construed, does not read on separate layers of a catalyst component and an ion conducting 
material, even if they are in contact with each other. For example, brass is a mixture of 
zinc and copper. No one skilled in the art would argue that brass is a layer of zinc in 
contact with a layer of copper. 

Claims 2, 3, 6, 39, 40, 48 and 54 depend from claim 1 and are thus also allowable for 
at least the reasons discussed above, as well as for the additional features they recite. 
Accordingly, withdrawal of the outstanding rejection is respectfully requested. 
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B. Rejection Under 35 U.S.C. § 103 

The Patent Office has rejected claims 1-3, 4, 6, 39-40, 48 and 54 under 35 
U.S.C. § 103(a) as allegedly obvious over Voss in view of Dhar, U.S. Patent No. 5,242,764. 
Applicants respectfully traverse this rejection. 

With respect to the specifics of the Examiner's rejection, Applicants respectfully 
submit that even if one skilled in the art did combine the teachings of Dhar with Voss, 
then that artisan would eliminate the PEM separator in the resultant fuel cell because 
Dhar plainly teaches that a PEM separator is not required when an ion conducting 
material has been incorporated into the cathode and anode . Given this clear and 
unambiguous teaching, there would be no reason or motivation for the skilled artisan to 
use a PEM separator in the Voss fuel cell given that Dahr teaches the use of the ion 
conducting material as the separator. Thus, Dahr teaches away from the use of a PEM 
separator. Accordingly, claim 1, which recites a separator in addition to a mixture of a 
catalyst and an ion conducting material, would not be rendered obvious by the 
combination of Voss and Dahr. 

Further, as discussed above, even of the ion conducting material of Dahr is 
incorporated into the Voss device, there is still no teaching or suggestion for the use of a 
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mixture of a catalyst and an ion conducting material on the cathode and anode, as recited 
in claim 1. 

For at least these reasons the reasons discussed above, Applicants respectfully 
submit that the combination of Voss and Dahr fail to render obvious the subject matter of 
claim 1. Claims 2-4, 6, 39, 40, 48 and 54 depend from claim 1 and are thus also allowable 
for at least the reasons discussed above, as well as for the additional features they recite. 
Accordingly, withdrawal of the outstanding rejection is respectfully requested. 

CONCLUSION 

In view of the foregoing amendments and remarks, it is respectfully submitted that 
the application is in condition for allowance. Favorable consideration and prompt 
allowance are earnestly solicited. 

If the Examiner believes that any additional changes would place the application in 
better condition for allowance, the Examiner is invited to contact the undersigned 
attorney, at the telephone number listed below. 
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To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 
is hereby made. Please charge any shortage in fees due in connection with the filing of 
this, concurrent and future replies, including extension of time fees, to Deposit Account 
16-0607 and please credit any excess fees to such deposit account. 

RespectfuJJy-submitted, 
FLESH^K & KIM, LLP 



P.O. Box 220898 

Chantilly, Virginia 20153-0898 

(703) 766-3701 

Date: March 29, 2007 




Eark L. Fleshner 
Registration No. 34,596 
Rene A. Vazquez 
Registration No. 38,647 




Please direct all correspondence to Customer Number 34610 
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